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UNITED STATES DISTRICT cmW^^ 

WESTERN DISTRICT OF WISCONSIN ^ 2 1999 



SURGICAL ACUITY, INC., 



Plaintifr, 



JUDGMENT IN4^l,Y(ILvGASE 

JOSEPKW. SKUPWIEWITZ. CLEPK _ 

Casetj8Ml(98-C-457-S 



GENERAL SCIENTIFIC CORP., 



Defendant 



This action came before the court and a jury with DISTRICT JUDGE JOHN C. SHABAZ presiding. 
The issues have been tried and the jury has rendered its verdict 



IT IS ORDERED AND ADJUDGED 



THAT JUDGMENT IS ENTERED IN FAVOR OF PLAINTIFF SURGICAL ACUITY, INC. 
AGAINST DEFENDANT GENERAL SCIENTIFIC . CORP . DECLARING THAT UNITED STATES 
PATENT NUMBER 5,667,291- I-S INFRINGED BY SAID DEFENDANT WHO TOGETHER WITH 
THOSE IN PRIVITY WITH IT ARE PERMANENTLY ENJOINED FROM FURTHER INFRINGEMENT 



OF SAID '291 PATENT AND THAT PLAINTIFF IS AWARDED FROM SAID DEFENDANT 
$274,410.00 WHICH INCLUDES $91,470.00 FOR WILLFULLNESS , PREJUDGMENT INTEREST 
AND COSTS. 



Approved as to form this 21st day of April, 1999 

JOHN C. SHABAZ 
DISTRICT JUDGE 
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UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF WISCONSIN 



SURGICAL ACUITY, INC., 
d^/a Orascoptic Research, Inc., 
a Delaware corporation, 

Plaintiff, 



GENERAL SCIENTIFIC CORPORATION, 
a Michigan corporation, 

Defendant. 



GENERAL SCIENTIFIC CORPORATION, 
a Michigan corporation, 

Counter-Plaintiff/Defendant, 



V. 



SURGICAL ACUITY, INC., 
d/b/a Orascoptic Research, Inc., 
a Delaware corporation, 

Counter-Defendant/Plaintiff. 



Case No. 98-C-0457-S 
Hon. John C. Shabaz 



DEFENDANT'S ANSWER, 
AMENDED AFFIRMATIVE DEFENSES, 
AMENDED COUNTERCLAIM 
AND DEMAND FOR JURY TRIAL 



RECEIVED RECEIVED 

NOV 1 7 \m SEP 1 5 1999 



TECHN0L0GYCENTER2800 TECHNOLOGY CENTER 2800 
ANSWER 

AS ITS ANSWER, Defendant responds as follows, with each numbered paragraph 
corresponding to those of Plaintiff's Complaint: 

1 . Defendant admits that Surgical markets equipment for use by medical and dental 
professionals. Defendant lacks sufficient information to form a belief with respect to all others 
allegations contained in this paragraph, and leaves Plaintiff to its proofs. 
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2. Admitted. 
: 3. Admitted. 

4. Defendant admits that on September 16, 1997, U.S. Patent No. 5,667,291 
issued, and that a copy of this patent is attached to Plaintiff's Complaint as Exhibit A. 
Defendant lacks sufficient knowledge to form a belief with respert to all other allegations 
contained in this paragraph, and leaves Plaintiff to its proofs. 

5. Denied. 

6. Denied. 

AMENDED AFFIRMATIVF nFFFN«;F«; 

1. By virtue of conduct by the applicant before the U.S. Patent and Trademark 
Office resulting in the issuance of U.S. Patent No. 5,667,291, Plaintiff is estopped to assert that 
Defendant infringes this patent. 

2. By virtue of the existence of relevant prior art. Plaintiff may not assert that 
Defendant infringes U.S. Patent No. 5,667,291. 

3. U.S. Patent No. 5,667,291 patent is invalid because the alleged invention 
claimed therein fails to meet one or more of the conditions for patentability as specified in 
Title 35 of the United States Code, including, but not limited to, §§ 102, 103 and/or 112. 

4. U.S. Patent No. 5,667,241 is unenfoi-ceable due to inequitable conduct on the 
part of Plaintiff in failing to disclose relevant prior art during the prosecution of this patent 
before the U.S. Patent and Trademark Office. 



QBMAD\I6649I.I 



-2- 



AMENDED COUNTERriAIM 
The Parties 

1. Counter-Plaihtiff/Defendant General Scientific Corporation is a Michigan 
corporation that designs, manufactures, and markets optical devices for use by medical and 
dental professionals. 

2. According to Plaintiff's Complaint, Counter-Defendant is a Delaware corporation 
that designs and markets surgical illumination devices. 

lurisdirfinn 

3. Jurisdiction with respect to this Counterclaim is conferred on this Court by virtue 
of 28 U.S.C. §§1331 and 1338. Venue is proper under 28 U.S.C. §§ 1391 and 1400. 

COUNT I 

(Declaratory Judgment of Patent Invalidity 
and Noninfringement of U.S. P atent No. S.fifiy ^Qi^ 

4. Upon information and belief, Counter-Defendant is the owner of U.S. Patent No. 
5,667,291, entitled "Illumination Assembly for Dental and Medical Applications," a copy of 
which is attached to Plaintiff's Complaint as Exhibit A. 

5. Based upon the allegations contained in Plaintiff's Complaint, there is a 
substantial and continuing judicable controversy between Plaintiff/Counter-Defendant and 
Defendant/Counter-Plaintiff as to Counter-Defendant's right to threaten or maintain suit for 
infringement of the '291 patent, and as to the validity and scope thereof, and as to whether 
Counter-Plaintiff's conduct infringes any valid claim of the '291 patent. 

6. The '291 patent is invalid and void on one or more of the following grounds: 
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(a) The alleged invention of the '291 patent was known or used by others 
in this country or patented or described in a printed publication in this or a foreign country 
before the alleged invention thereof by applicant for said patent; 

(b) The alleged invention of the '291 patent was patented or described in a 
printed publication in this or a foreign country, or in public use, or on sale in this country 
more than one year prior to the date of the application for said patent in the United States; 

(c) The differences between the subject matter sought to' be patented in the 
claims of the '291 patent and the prior art are such that the subject matter of said claims as a 
whole would have been obvious at the time the alleged invention was made to a person 
having ordinary skill in the art to which said subject matter pertains; 

(d) The specification of the '291 patent does not comply with the disclosure 
requirements of 35 U.S.C. §112; and 

(e) The claims of the '291 patent do not particularly point out and distinctly 
claim the subject matter of the alleged invention. 

7. Counter-Plaintiff does not infringe any of the claims of the '291 patent, either 
literally or under the doctrine of equivalents. 

8. The claims of the ' 291 patent were initially rejected by the Examiner over the 
prior art. The claims were amended during prosecution to include the limitation of an 
"aspheric" lens to overcome this rejection. Exhibit B. 

9. Individuals associated with the filing or prosecution of a U.S. patent are under 
an affirmative duty to disclose information material to patentability. 37 CFR § 1.56. 
Accordingly, any information pertaining to the use of an aspheric lens in an illumination 

✓ 
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assembly for medical or dental applications would be considered material to the patentability 
of the claims of the "291 patent. 

1 0. The use of aspheric lenses is notoriously well known in the field of medical and 
dental illumination. Various patents and other references containing material information 
were available to Counter-Defendant during the prosecution of the ' 291 patent, including U.S. 
Patent No. 5,440,462 owned by Counter-Plaintiff, but these materials were not submitted to 
the U.S. Patent Office and were therefore not considered during prosecution of the '291 
patent. Counter-Defendant should have been aware of at least certain of this prior art and, to 
the extent it had actual knowledge of such materials, breached its duty of candor by failing to 
submit the same to the U.S. Patent Office. 

n . In addition to U.S. Patent No. 5,440,462 owned by Counter-Plaintiff, which 
describes the use of an aspheric lens in an illumination assembly for medical and dental 
applications, at least the following additional patents, none of which were cited during 
prosecution of the '291 patent, contain information material to the patentability of the '291 
patent: 3,666,180; 4,274,128; 4,952,040; 4,718,744; and 5,485,316. 

12. Several competitors of Counter-Defendant also began marketing and selling 
medical and dental illuminators incorporating aspheric lenses prior to the issuance of the ' 291 
patent. Counter-Defendant was aware of the commercial use of aspheric lenses in 
illumination assemblies for medical and dental applications during the prosecution of the 
'291 patent, but failed to bring this information to the attention of the U.S. Patent Office, 
thereby breaching its duty of candor. These competitors of Counter-Defendant include Heine 
Optotechnik, which began selling a fiber-optic-based, head-mounted illuminator (the MD 
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300/350 F.O.) incorporating an aspheric lens prior to 1 990 (Exhibit C), and WelchAllyn, which 
introduced a fiber-optic-based, medical/dental illuminator in 1993 (Exhibit D). 

1 3. Counter-Defendant also acquired competitive products incorporating aspheric 
lenses for evaluation purposes prior. to the issuance of the ^291 patent. Counter-Defendant 
did not bring this information to the attention of the Patent Office, thereby breaching its duty 
of candor. 

PRAYER FOR RFI IFF 

WHEREFORE, Defendant/Counter-Plaintiff General Scientific Corporation demands 
judgment against Plaintiff/Counter-Defendant Surgical Acuity, Inc. as follows: 

A. That Plaintiff's claim for relief be dismissed with prejudice; 

B. That Plaintiff take nothing by its Complaint; 

C. That U.S. Patent No. 5,667,291 Is Invalid and unenforceable. 

D. That judgment be entered that Plaintiff is without right or authority to threaten 
or maintain suit against Defendant or its customers or licensees for alleged infringement of 
U.S. Patent No. 5,667,291. 

E. That U.S. Patent No. 5,667,291 is not infringed or contributor! ly infringed by 
Defendant or its customers, licensees or dealers because of the making, selling or licensing 
of any apparatus or technology sold or licensed by Defendant. 

F. ThatjudgmentbeenteredthatU.S. Patent No. 5,667,291 Is enforceable because 
of inequitable conduct by Plaintiff in the procurement of this patent. 

G. That a preliminary and permanent injunction be entered enjoining Plaintiff, its 
officers, agents, servants, employees and attorneys, and those persons In active concert or 
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participation with it who receive actual notice thereof from (a) initiating infringement litigation 
and (b) threatening Defendant or any of its customers, dealers, agents, servants or employees, 
or any prospective or present sellers, dealers or users of Defendant's products or technology 
with infringement litigation or charging any of them, either verbally or in writing, with 
infringement of U.S. Patent No. 5,667,291. 

H. That an award of attorneys' fees and costs be entered in favor of Defendant; and 

I. That such other and further relief as the Court may deem just and proper. 

DEMAND FOR lURYTRIAI 
Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure, Defendant/Counter- 
Plaintiff, General Scientific Corporation, hereby demands a trial by jury of all issues triable in 
this action. 

Respectfully submitted this^£_ day of August, 1 998. 

JAMES R. COLE 
ANTHONY A. TOMASELLI 

One South Pinckney Street, Suite 600 
Madison, Wl 53701-2113 
(608) 251-5000 
Fax:(608)251-9166 

Attorneys for Defendant/Counter-Plaintiff 

Co-Counsel: 
JOHN G. POSA, ESQ. 
ALLEN M. KRASS, ESQ. 
Gifford, Krass, Groh, Sprinkle, 
Patmore, Anderson & Citkowski, P.C. 
280 N. Old Woodward Ave., Suite 400 
Birmingham, Ml 48009 
(734)913-9300 
Fax:(734)913-6007 

Attorneys for Defendant/Counter-Plaintiff 
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Semi No.: 08/447,357 S/ Qk&s^ AsiVrnZ: 34S 

ruiag Date: 3/23/55 _ x^rfiAOgJ^ gjjasper: S. Hisea? 

AppUcasa: Caplaa. Bashroe' . ARoraey DesIsJ: 29853. 001(F) 

Title: nXUMZNATZON ASSEMBLY FOE DENTAL AND MEDICAL AFPUCATIONS 



CO 



CATIOH TO Jg^AMMim 



Deas' Mr. Hbssf: 



follo^iag aa^erials should help e^pgdite ^ teleghea© isieme^ ^© mss^^^ Siave 
sc&e«Si2led for Friday, Segxembes" 13 a£ 2:00 FM liT/l:00 ?M CST. Ptease feel fe©g t© call 
me at (60S) 828-0722 i£ jou ha^e aay queseassa prig? to Efe© ®£s^^; I asa generally 
available at t&as mmbe;? &©m S AM-S PM (CST). Oa IM^gsSay „ I ^ill be avmlabls as (SOS) 
274-6737 all day. save.fo? a^rossimately 9 AM-U AM aad 2:30-4:00 PM (CST). 

For your Gos^emeaeeo fbllowmg i§ a copy of nil daims cos simfemitt^, wi«h all propose 

eomid@?sS fo? am@ad^€ag essgsUatio^ me^de S0 sotsktios m ^ £^sf st&^« but ase 
.aevextheless md^ded for yom* eoav^meaEe. 



1. ' [AMSE^H©]] Am nj:@mlsati@3 osso^iMsr eesj^dd^: 

a. a li^t g'^d© Mv®g aa ©aa^pnis:^ es^ 05eiS l^rii^ e@do lioss Js^fiis^ ead beiag 

b. a feomiag kn^iag a ligM f®idg oj^aioifes oad m iSJfesssatioa op^iaiagp e^x^ut 
ead «^ iig&t gaide sitesdaag withia k©ssiag being siligsed to 
ilSessassia^ iUesiaatioEL op©mag« 

e- (q siagl© optseal elemeat m^Sam th© fe0!£g5ag, \he opfiieal ©lesoig^t beiag] ^ 

d. attae&^ggit meass for ge^^ably attLseM^ ^ousisig tO) &@adges?. 

2. [CANOSLS®] ill^mSsatiea asggmbXy of ela^ 1 ^IhiQ?©4a the optieal el^neat is 
^ positing l^m. 

. 3 . [CANCSLISB)]! Inoi© ilBsmaa^ea agssi^bly of elate 2 ^hosoaa the ogtieai alameat has 
a curved loes^ opposa£@ ^e ots^^ sad im^ m Qf^©smg gtsa^snlly pl&mr fsee. 

4. [C^CSL]^3 1^ iM^iaatioa sBs^bly of elaim 3 ^e^heifem the eurved face is 

3. [Aibi^HESISOi]! Tfee ilS^asoiSaatioa asggsabJy ©f eJam I ^feieresa the [optieal elexacMl 
Qg^^^^v, Tc^g has s dlsfflgte? of Isfls thas 2 csati^^tss^. 

6. CCAHCSLS®3 The Jltoifitatiosii assssiibly.of eteim I whesegs the optical elemeat 
coBSists 0? ©Tie of thQ . fell1o^^§: a rafeetiv© lesis. biaazy optie meaas, aad a 
hoiogfsphic optie^ d^eat. 





T. The illum&aatioa aasesably of claim 1 ^b£?ein the light guide eompdses a fibsroptic 
bundle, 

8. The illuminatioa assmbly of claim 1 .whexem &e light guide has a dJaxBeter of less 
thm 3 millimetgrs. 

9. Tb^ iilvmimticm ass^bJy of claim I wh^reia ^® hmseiag is^des a hsssiag base 
telescsypfcally eagaged lo lbs hausmg, therein the osfpiat ead of «he light guide is 
attached to the homiag base to provide aa adjustable relatiomhip betweea ehe outpuK 
esad asad the ageherie less, 

10. The illum&aadoja asQe^ly of ekim 1 a combi^tioa with eyeglasses, ^be?eia the 
attaehmest me^ias is semovably attsehed to fee eyeglasses, • 

11. The iihisiaatiosL assembly of elaissi 1 in eosfeiaadoa witfe biaoeulair teleseoges, 
whereia the attoehmesaS ^eaas is rss@vably at^ehed to the biweular telescopes . 

12. The 21i2miaati©H assetably of claim 1 ^hejeia teoaaomg isislMes aa at^hmeot 
bevel fbj Mte? atsschmeat syrooisadiag Sxe iniimmatit8?sa opsaiag. 

13. The illysairxQrioa a^embly of elo^ 1 ^Uiesem the light f^ide openiag aad the 
iMumUnaEioifii ©peaiag are bo^ gesss^y cfeculai? oad a?e eoajsiaL 

14. [AM^F^IDSBll Aia ilfemiaatioa assembly eg^gdeiag: 

a. a light g^glde haviag aa ota^m e^id oM m ihe isp^at ead beisg 
g^dapsed for eoaaaetioa to a ^sms^ iSl^mimta©a soi^stise; 

b. . a hs^ioasg ha^iag a Ught paid© ©peaiag asd aa iS 

@©d off t!^ light guide essteisdiag ''s^sshim the houdag aad being aiigfied to 
iilMmsaDSe the iJS^^tmiaa^o© of saiag; 

c. [a positive less momied ia the iiiumiantioa opeaiagp ^e positive leas hsviag 
a curved face adjacest the ou^nit ead aad m opgosiag geasally plaaar face] 
aH aaraheriale?^ m cfuage^ i Tj the iMum igatioa oi^eaiaig: aad 

d. attaehmeat meaas for removably attechiag the housiag to headgear. 

. IS. IC^CSLE®! The UlumisatiQa assembly of ckim U tyhereia the curved face is 
asphfisie. 

16, The ilSumiaadoa assembly ©f eki® 14 ^heseia tfeie hmsS^ tesSudeg a housiag bass 
telescepically asd eotatiomlly eagag^ t© i&e hofusYRig, aM ^hereia the output ead is 
attached t© the ho^iag base to provide m adjustable i?eia^oaship betweea the output 
ead axsd ifee heugaag. 



17. [AM3£B3IP)3E)3 TbB iMimmation assembly of eSaim 14 whereia the attcichmeat msaas 
fflxxmxfaoa a dip [is] pivotally mounted to the hssrUBiag. 



" ^ ./ . . . ■ .(||) 



i§. Aa iliuxaiaaQoa assesably eomprisiag: 

a. f /^aiagbaviag as interior s«rf2cebsaad^ 
lllusunatioa epeaiag ; 

b. ■ a hOTsiag base teleseopkally sad rotafeibly eagaged to tfeg iaterfe? surface of 

t&g housiag. Kfee feousiag boss beiag adapKed to sappext a ligM mside to 
iUaxaiaa«e «he JlhisnifisdoQ ogeniRg; 

c. a pesirive leas mouased ia tfee Utosmdoa epsning. the positive leas iaeiudiai 
^^^e face afljac^s its hmsmg base oad aa e^osiag geaErally plaaar 

d. aanefeae^ wBam, givegablly amie&ed ts feg heasiag base, for removably 
sKasfeiag the feousiag bass to headgear. 

19. The ilfeaiiaasiea Bssexably of claim 18 baviag a xsasg of less tbaa 10 grams. 

20. The SIlBaisatioa assembly of clam 18 having a naaaisua dimeasioa of less than 2 
iaebes. 

2 1 . pmwil tine illesiaasiea asseably of claia 9 wlhiereia fee hwssiag iaeludes a helical 
groove thereia, aad a key ridiag nidua the helical groove. 

Ia a fosmal respease, ii is psBsible aMidosal depsa^eafi eJaims aay bs added as 'Effell. 

Claims 1 aad 14 aia^ raeite the isse of p?siscEJla? leaess (e.g., aa esph&ne leas) ia 
eoabiaatioB with oae o? more Sbe?op«ie cables. Tbss is abeady reeiied-by daisn 18. 

We believe tJsat «he U si el. pgfeseaee aegtfeg? teaches 'am suggeaes saeh a eombis&Qon or 
fee advaasages it pgovides. Before dissasssag ^ aoveily aad aoaobviorxsaess of the 
Applicaafs elassied assembly ia detail! at pas (3) below, ^ believe it will be helpftal to 
preseal both (1) a coaparisea bss^^ the sUB^^stsf disclosed by Li at al. zs& ihe 
Applieaas's illumsaater, mA (2) a diseHssioa of the advaisages of the Applieast's illuaiHatof 
over the Li & gL ilSmaiastor. 

FibeF^p^ Ce&las: 

U ei al. state that they use a siagle fibestsgtie haviag a solid eose of approKiasaiely 0.48 
(eol. 3. Uses 44-47. col. 6. liass 40=42, eol. 10. liaec 22-24) oad a 8aa®efieaJ apsrasre 
of O.SB (colis^ S, lines 4^^. A dsaae^ of less Sfeg® l.Q traa is also sated to bs 
desirable (eol. 6. iises SS=fi0). Xt shoeM be aetsd that a cable haviag a diassets of 0.48 - 
1.0 mm woBid be esstsieseSy stiff, aad satfeer easy w breals if best; this is li&ely osg reason 
^hy the jse&et 20 (sho^ ia Figures 3 saA ditseaosed at eolHsna S, liaes 23-32) is iaeluded. 
Tbs passages at eolaasa 13, liaes 1S=3S ara als® sese^hax telliag ia this respect. 



Li eiel.do &lso note shae a fiberoptic bundle say be used with the U ei et. flluaiaator see 
e.g., colniaa 7. liass 21-27 and colusm 9. lines 31-33. Howgve?, «Saey also ao«e tfea« ialess 
the overall diaaaeter of tSxe boiidle is lesa feaa os equal eo the reeoffiraended miowA (1 0 
as), use of buadled cables will re<suire (1) a ImUsiss leas ggeate? diaaieter (coiiaaa 2 
htiea 32-41), aad (2) e much lossger illuisaiaator because ^ distaece df bCT??eca the fibers 
and ihe lesaa musg be iacyesssed (celuam 5. Uaes 30-37 aad eoluam ^. Uses 48-39) Note 
particialafly colixsa 9, liaea 30-37, ^here k is stated that "pffojeetion systems ^th raoyable 
leases, tD"OQf Isowledge, hove aot beea BtJIssed ia the pnorssi S&& to the feet thai the large 
daasietera of the fiberoptic burodlea aeceoaarily used in the peioe as? ts provide eefScieaE light 
to the ^orldag field sequired tfee fibef-leas dist&aee d? bs subssasstMJy large is os^er to 
achieve relatively small fields ©« ilhsaiaaxiea.'' (It is m^s^ to aote fet the disteace df 
is a sajer factor, if not fflse saost importaat faster, ia detesjaiaiag the ovesall si^e of an 
illumisatsr.) 

The Apptieem'3 iUumiRei&?: Ths agplieatloa ao^ that the pxBfe??ed Sberoptje buadle has 
as overall (core) diameter of 2 aad a aeserieal osertare of 0.5 or greager feafie 12 lias 
29-page 30. liae 1). ^ ** 



The spsci^ie leases suitable for &e Li es ei. illEimisseor age dSsstsssed at eoluam 1 1 , lines 5- 
36. It is aotsd that aa "Meal leas" woalfl have a diamete? of apprsxisasely 22 sua asid 
a focal length of appresteaseSy 12 am. U ag &i. ©ate ^t a "grefessed" leas is m 
achromatic field leas havjag a diasaeter of 10 aad a fecal leag^ of 20 aa. Ji js funher 
noted that this aehrematie 1@^ allows a distaaee df bse^eea ^ lens oad the end of the fiber 
equal to II-IS ism. 

It . is isaportaat to ao«e that tm achrosaatic lens (or "aehroajat") is aceaaiiy a combination of 
two or sROfe spherieal leases haviag dSgfereat f©sal leagihs at diSSese&L waveieagths to 
accouat fojr c^?o®atic abessatiea (i.e., it cojseets for eeler issegularities ia the spot, 
generally at the spot edges). Geaerally. oae leas is aaade of esmm f lass aad aaothe? is made 
of aiat glass, aad they are be eeseated togefeer dfeestly or ^eh nm air apoce bsrejeea them. 
They em be fesssd fro® leases haviag the ssmB typ© ©f glass, but these require a 
sigaifScaat air opaes bss^ea t2iem. Beeaug© as aehresaatse lean is fesmed of at least two 
separate leases, it ia geasrally quite thiefe, aad it is also geaesally mose espeasive than an 
iaiegrai leas (i.e., a mslisd slagle ' 



Li es el. als© eoEasaggg tfeas difjisreat optics eaa be used i&^U etsi. illmaiaator (col. U. 
lines 35-54). Ho'wever, these eassseats do sot teoeh or suggest aa aspheric leas, much less 
any lens other thaa aa aefeoaat E^, as will be discussed bel©^ at port 3. 

TTis AppUesm's tthmitmg&r: "SSse j^lieaSiea aoass the m® ©f aa as^herie leas s© psovSde 
good spot sise and intensity ^iyith a small, lighsxTeighx leas (pogg I i, lises 13-22). Ths leas 
has an 18 msj dSomets, a center tyefegsB of 7.4 aa edge thiels^D of 3.3 ®m, aad 
focal dSstaaees of IS aad 10.3 ®a. Fro® the dteegawaa gsv^ at page U, liaea 5-7 and 
19-22, the raasiraum dl.<!Kanc@ df between fee leas oad the Sber eads is 0.47 inches (11.9 




mm)o sxalsiag «he miaimwst^ dissance df appraaimately 0.27 iaefees (6,9 mm) takixig imo 
g'ccousii a 0.2 mch teleseopiag di$^ace (page Imes 3-S asi^ pago IS, lisnaB 14^23). 

An ^pfes^ {OS "a^b^e"') doss oot siegoi^ cbro^de abemitioii achromatic 
le^ does, theugh daes eoT?e€l for spharical abesrsEioa (i.e., ii mny les^ to a. more u^form 
ligM dbtnbudo^ sad si^sspe? spot edges). 

At colism^ 11, So36, It is tioc^d that the Li ei si. Ulumim&or is iniexsd^ to deliver spot 
si2@s rs^iag betsv^Q 10 mm md 100 mm nt 2S6 ima (11.3 .m.) tte object being 
vlev^ed. 

The AppUcmm's UlMmn&Wr: Tfes secraalts of the ©ss of the a^berie leas are aot@d at page 18, 
lioes 14-28: a spofg of 1 imt (44.S mm) to 2 iae&jgs (69.9 max) 12 iactoes ftom tfee object, 
with the lesgta of the ilJimsasmtor raagiag &^ Li xsefees (40.6 msa) t© 1 .8 inehea (45.7 
mm) (gage ISsiaa 3-3 oM page 1§, lisss I'S-IQ). 

The "projeetioBa sys£^° of ^ Li fii. allimisa2®ff is s^ted te have m overall leag th of 32 
mm (eoly^a 11, Uses 32-36)- This does sot sgpear H© meSade tSse jaeket 20 for the cable 
sb^^u is ?lgy?es 1 asd diseug^ed at colt^^ 6» li^a 2S-32. 

AppUcG^'s iUm^m&wr: The iStomisstos* hsis a si^oa^ssia lossgth of 1.6 inches (41 mm), 
or 1.8 isches (46 txisa) ^hsa telescoped to saassismm le®§^ (page 8, lia^ 3-3). No jacket 
is necessary for tte cable(s) used is the Applieaa^'s illmxiisa^or becatzse where a buadle is 
us^ (as diseessed above), tfie cables are flexible eaough that there is no tasad for s^ss 
proteceioa. 

The advasagage of the eiaimed iaveatioa ov^r thcs prior art is that asjpherie leas allocs the 
claimed ilMmiaatio® moi^My co utilise SbSOTptie eabJes (or bimdSes) haviag mach greater 
diamefisr ^aa® those eaa b2 aecommodafied by &e device asd ether prior art 

devices, mth©m maMag agy gaeriSees is fissms of th© df (aad «h\is overall sJge) of the 
illTxaiaator. The use of larger-diame^er eables/buMlea ia ^sa allo^.^ the iUiimimtor to usse 
higher-po'cver il3us2®agi®a g®^£eeSo ©r ^ Bse UlismfeatiQa eo%srees of lo^er magsitade with 
greater tsamwiL^sio^a ©iSd^^gy. Xa shori^ a brighter spm can he delivered bjf aa illuminator 
haviag si^slsu? (or e^s^ sssaller) sise. 

(It is mJi Ei^@giaisa£l m ^ Qsli tEhaJt moics eables, or grease? ee&le dSoraeterQ, cm earry more 
Mgh2; seeo page IS, laa^ l§-22 of th© a^IieatSom. 1,5 ml. ae^^ledges as much at 
coliima 1, lk5?s 43-4§g ^hore it is s^ted ''us© of a bsasfite of flSjsra ha^iag a relatively 
large coabissfi daameter of ^ieally is setfaiE^i t® eaable as adequate amo^ of 

lifh? to be eetipled iaxo tSsg dslivisry cahle so as «@ iU^^i3aate ths rargieal field vfiih a 
SHffieiear amount of light. " St shmxM also tes noted that fee Figores of la gL disclose use 
of a seson ^rt-are lamp as an ilhsmSaatioa soixrge; &es© are esstremely brighr, brat cost 
approjdmately S§00-§1000. As aoted at pags 17 of the Applicaat's disclosure, a ISO W Hghz 



soufce is sui^le fo? use ia the Applxcam's assesably. 
S2C0.) 



These cost ag^fojdmately S150° 



It sawald addi«io@aUy be aoied e&qx advaaiages oxe oEhieved wlxete q fibs?op«le bundle is weed 
tatier thaa a sisgle «aible. A Sboreptie buadle is si^ificasttly ssxb flexible d^ble tSiaa 
a solid uore cable. iK Is well kaowa ia the ait fibsropocs Save lisiisd fkiability sad are 
prone to breakage; sse,. e.g., page 13. Sises S-9. TMs ia espedally ease wl^ the 
Sberopties oxe as SMek as tfee 0.48 msa cable msA by U eg ei.. Use of a sjagle f!ber m 
medieal applieatSom ia tisb^ becaose fie Sba? is meat likely to break during tssq, that is. 
duriag a medical opesatioa. If tSsis occurs, t^e jllimiaatei? 'mil eit&ej cease ^orMag or will 
suffer dsastic impairmsat of fuacsion. wish poteaMy diaostrous results far tfee patieat. 

We ssibmit ihaE U es el. , bot& saeaa ssd ia §9sbiaa^@H with tfee prio? or, dees not tesei or 
suggest tbe Applieaat's ekimed mveatioa. 

Initially U es ei. ©sly teaefeea Sje ®se of a jsp&erfeal leas, aose specifically, a spfeeiical 
aehrosmtic Isas, m as illttmimtor . !t is ibme ^ emmssSs segardi??g the cse of other ey^s 
of optics ase set wst as coltoa 11. liaes 26=S7 - ia feist, ^s© passages imply tbst a ^de 
variety of dii^eEeat leases cssaSd be as@d to zscMeve tfee aaass sesdts as tSie aefegoiaaac leas, 
iaeludisg lenses haviag q disaeter es? ^^asM i jjsij (! ~ see ISse 2§). Howsvesr. ao specific 
leases save for tSie seferomat are noted at aay psiat ij^ tfee apssifieatieB. iaehidiag the claims. 
Th&se cosametiits ajseoM t® se xaore tfeas a "seggestien ts v^f" the type that has been held 
to be 30 vague, iadefiaite, aad aeaoaablSag that ^ saaast constitate a seggestjon for 
parpoaes of a FTO jsadeipatioja or obvioBassss rejeetieia: 

The adsaosxitioa tfeat "obviofis le try'' is aet ihe staadasd aader ^ 
§103 Ms bsea dSzecosd ®aa^ at t^ Mads of esso?. Ia some 
cases, ■e/bat ^onild tsave beea "ebvieiis to Ey" ^o«ld have been 
to vasy all parametsrs or tsy eoeh of sumeroas possible dioices 
imtli OES possifeiy arrived at s soecessM resttll, ^srhere the prior 
ast gave extSner a® iadieatie® of ^hich parsmetses fyere critical 
©r ae dxses^oa as to ^bich of saay posaibie ehoaces is lilsely to 
be sueeessfljl. E.g.. !n re Gsisef, 81S P.2d aX 68§. 2 US?Q2d 
at 127©: Ffi^sH AJB v. Trsveml L&b&TGioriss, Inc. , 677 
F.2d 1202. X2Q8. USFQ 412, 417 (7«fe Ck. 1582); 
reses, Sg3 F.2d 10S4, 10i7, 211 USFQ ll-^f, 1151 (CCPA 
im)i Fb R2 ^rassBie. a« 621. 19S USFQ ax i-f . Is 

otes. 'eySiag ^as "ebvlefso t® ixy° ^ ^ es^Iore a sew 
t^baole^ B? g^sil appreaGfe 2ta,t aesaed to fes Q psemisaag 
field of es^ssmeatatioa, ^fese p^es" as« ^aly geaexal 
guiriaaee as se tlhie partieaSa? form of the claimed inveatioa or 
ho^ to aeMeve it. ife m Sew Casf^ateai Cs., 837 F.2d, 4^9, 
473 S USFQ2d 1529. 1S32 (Fed. Cis. 1985); EybAtech. Inc. 
V. Mofmclonel Afisibedies. Jfee.. §92 F.2d i^^^i P^O, 231 
!1, 50o91 (Fed. Cir. IPiS). cert, deaied. 107 S.Ct. 16D6 



(1907): iFi rs Tomtimon. 363 P-2d 928; 931, 159 US?Q €23, ' 
626 (CCPA 1966). 

In rs O'FarrdU ? USFQ^d 1673 (Fed. Ck, 19§8). ®2yoM i&it, it steuld acted that Li 
et al^s comaeals still do aot spesifieally teocSi ssggese tas© ©f as ^phanc less. 

T^ie foet (Si- deso a^S ^«aly coateaplate liteerasfe. ©ptSeol systems sacfe aa the 

Applieasx's is ^6 d^oassate^ by Z,f (Sl's e©^sga£s sad eoI^laSesis s^gaMiag ^ 
diasKie^ef ©f the fiberoptie eable/bisadk: ^Mle U el, esgQ§5@iiQHy Siste s^fe?eaee to use 
ef railtigk ^fe^egde eabte Sa «^ L« (^S'.ei. flSumisaKoi? (©.g., 7. ISs^ 21-27). i? b 

Qvidesa ft^m &© e@sa:aes^ as^ ealeelaaisaD q2 e@5TOia f , Is^ 1®^ li^ 37 that the 

li efi' s/. iUismmotes csmos masatam i£3 s^@l sis© tssleas eabSe(0) erg^Ml diameter 

of less ap^5s^iQ£eSy Q.S mm are 2a fees, we bolie^e fet Li ^ plaMy iiaglies 
to aa illiaaisator suefe as ^ Agglkaafs is sat aeMevablle. Solteima 9, lisss 30-37 QS)d iise 
4§<-eolusa 10, lis;^ 21 of Li €E gL stat© tSaat wfeese a siagle leag i§ ©aed, the distaace df 
between the end of th@ cabSe(s) aad ^ leas fe^oaes ese^^®aiiaiy large imless the eabl@(s) 
have a v&y small diameter (O.S m® o? less). However, aeted iife^@o^&© Applieaet ba§ 
demoastrated ^e me o? a fibsroptie baadle 2 wtfei a ^g^gfe^^ df of 6.9 ^jm^x. -It 
sherjild be aoted tfea^ ia te^ma of bo^ li§fa2 feuoismissiea eogateility mA ©veratl size, the 
AppXicaax's 2,0 am cable sad 6.9 mm M is sisgeriof t@ X^' eff ©i-'c ©.S tmn eable aad 11 mm 
pamism «oa df . 

Aa additioml iiadUealSOT SJ <^ ^ a@t eaafi^plate eg tkoll systesas siae^ ag ^ 
Applaegat's is dem©ss§=ated by ^ &et t^Ii el/s t@l@§e©pisig airs^g^asat astifieially 
cQBSoiets the si52e of the ligM eoae emitted by gb© ead oif cable — ia etlhie? words, wbea 
Khe leas ce^ 2S is ia t^ g©siEi@a UlmitsafisS ia Fag. 1(b), geji^eteg @f the ligfet csae is 
obstrosted by ^ Seas eap t© astsSeially r^e© spot aise (ges^ ^-g^^ eolama 4, liaea 14- 
18). It sboald be a^ageaJ m aay gSslted iate axi tha2 tSiiis ^ssdeaSmble sSaee it mil leswlt 
ia light loss owiag t@ reSestigia aad abs@s^« wthia ch© loi^isig. Hewe^e?„ ^6 ''iziii2g° 
amiagemeat was iSlsely adopted by Li at A m to obtim a sgot haviag fee desist 
taiimmwm sez©,' By i^ie ©ff ^ ssgfeene leaso the ApiplSefms is able to ge? a eo^arable sytiall 
spo^ ^itheat aay as^eaaS s'©dae«i©a ia spot sise. Saase this feature is ctedy 
advaatageeue, ^e sabait £i (Si. ml x^o^ £© oay os^iileial e®aft?ietiDa ia spot 
si2e if they Ise^ of aay e^sies thst ^©ajd alio^ ghss t© d@ s©- 

Thes^ several othes* M??seg iircdida of tsos^isb^ea^^ as wel, & is Em^onoai to aoKe 
that apast &Qm £i <si all other Isa©^ ?el?©5t3ag^ t^ieh ^ Bse ®f saitxgle ifsasss, 
mlfrofi, ©£• ^ds^ t© ffeei^s lii^ Jato a ^eMsed Sjpt; see, e.g.„ U.io Faseag 3,285,242 to 
WallmcQ aad U.S, Fa£g^ 6,797,736 to iS?g@ss' M. itastiag the ^sffeee ^?ive?!dofi, it 
woydd be e^tpssted ibm sUsilled ostisaas ^^©Qld ^i?k tei^ajds ?e^teeJag the Bias asd ^dgM of 
the ilhmasato^s. A2mG)SL30 y^ss afte? the W^see ijg^feafisa, Ue?M. able to a^ieve 
aa advaaee la size asid seflsetxsa, as A^lieaaa dM, by e@@otE0edag m illismisiaxeir 

^haeh oaly laesa a saagto less (iasofor S3 ©§®3f csadrlo^tf) ae^s^iaK be ©©aaideeed a 
"siagl© I§ao°), Ho^q^b?, ii ceMd @@Sy d® ^ by ^ ®f a siagte solid eose cable 
(0.48 mm dioxaet^) high ©aasmissMi^. Th@ Agglieaa^ hos toriade aa advas^ by 
developiag a giagisJeas system ^hie& caa aeee^edaaQ eable(g) ^sdth gse^tey diamet^. 



e g a. 2 mm cahle bundle, which in turn allows greater Ugta dellverv (a^ .... » 
flexible and durable cable.). Since neither this sy^Zx S^^i^^^^r 
Its practice axe taught by Li et al. or any other koown rcfcrerwc ^« 
lens should be aUowable. j u«i muwu rcrerencc, clauns reciung an aspheric 

Imiependent Baaia for A ^ Pff^ahiHrv ^ ot ^ p 

The subjertxnatter ofclaiml2isnotrfatpaEel8.1iae,5.^^ line. 24-27 U 

coium 11 lines 55-57. However, the stataaenis at cohunn 4. lines 28-33 and cohinJi n 
We^ aS^^I' r °f I«>^ ^ filters *;rwe«, '"XS^r^^^i^ 

"if ^S." ijluminators. polariation/filiialion devices are likely located between the end 
of the fiber and the lens because these prior ait mumin«ox5 have ^S^lST^.^^ 
compared to the Applicant's. Additiok of a polnxizatma^ t^^J^*f ^ 

so (he polarizer/fllter was best placed in the "wasted soaee' df 1?* A«r«™r^ mi • ' 
on the other hand, achieves a'^df which is sS^^* tS a JSSSJJr rS^S^: 
placed on its exterior without any signifieant size increasT^ Poiamer/fflter can.be 

In»TP«dfflt ffi^ for Anowahilftv «f r^n^ 

TTie tek^inghousmgnsed inthe AppBcm^^^ 10 line IS-oaEe 

U. Itee 4^ and also at page 14. lines 10-29. The integral stops are ni^at pagTl/ 

a^iaSu^tSrSi^ '11£"h coveredfSSig and int^^Tps hafS 

aavaauges that there Is lesser ehanee that the mechanism could be damaged th«. {« 
also lesser chance of fouling or contaminaiioa of the thxcM^M^^i?' 
example, the simttion described ai page U. line 23.page iTuS^ ' 

I look forwrird to speaking to you on Friday. 

GROUP3400 




^ TfUffn Qi me \0 3S0 fQ. can be 
cosoored p«cM/ t:tK%«fr re eyes >^r^n 
eermts cea.'i^aJ lAjmnawcn and oescrTwcn 



Tnt 00 w pqecrcr HEiNg hk 4C0O 
is the recommended light source fcr 
the headignt, ine prevksus mocefe hk 
150-2 erco end hk 150-1 tno. 
hOi^ever. are also suitable Prqecwrs 
Of other manufacturers can be used 
as via various adacfcrs 

V/^er. usirg the wail support or re 
moMe stBft6 fa the storage of tcth 
fighi scvrce ard hett^t pafucuiariy 
practical functional units are fcrmec 



The fiexcc neck «dacicr cf tre osx* Th« ivyrK-A(r« rf rs- * 

ifcvvrM-«fd i-re 0; A,nan»icr to »^^^cr *cco anc me ftsing Cevce for 
cc.'Tiatcc^.eKiccs.rS^ ^J^ ^ r^gn, rc:^w cracxai iu-c.cna. 0.1 

Order IVumbers. 
J-03.3V220 



J-00.31 221 
Y-96. 15.100 

Y-96.15.i05 
Y-95.5a002 
Y-96 50.003 



Spedficaticns: 
Weight. 

Lengtn qI 

ffber- colics capte 

200 mm 
350 mm 
500 rrm 



520 g 
25C cm 
Pe'Col jcrrjnaicri Q 

^5-55 mm 
25-liO rr. 
45-1507^ 



Heaciignt hEine mO 350 F O 
Pifce' ootcs cable ana sten-aduscmer.t sieeve f^ciutec 
Sieri-idjustmeni sleeve 

Fiber optics prqector heine hk 4CC0 (CO wj 
Spare (amp inoucM 

WaH sucpcrt icr pqector hk 4000 
MoWe stand wich ca/ner ciate for prc;ectcr HK 4000 
SiCCort fcr neaciignt and orngr headband ms::- _r^.enrs 
(use cniy m combmiicn v/tin waii succor t or mob'se 
siaroi 

Acaprcr fcr corr.ec!rcn cf the r^aa^nt mo 350 f 0 to f-cer ooics 
croiectors 0! o(he? marufacturers ^ ogics 

P.-Ciec:cr- Marufsy!i:rg>f A(;; 2 9ty 

^f^'^'^'^Ol OrcerNc Y.96J2.103 

C/CerNO Y-96. 12. 102 

Oyrrcus Ocer f>jO Y-96.1Z106 

OfCerNo Y-96. 12. lis 

^^^^ ■ ■ — Oder No Y. 





HEINE 
□PTOTECHNIK 




Ycu sccca -seo ceic. 




> — I 

t •-xenerai Examination 
^ • 



Examination Lights 




Mebii* SUnd 




Cxam Uqht ri not 
Include witti stand 



1 



\ 



1, 



Exam Light 11" 

a,?S iS«T5 64 ^^^> ^ * -"^'^ ( ' 0' , 6 cm, soot' 

•PI..ibl«f,b.f optie iightpip. for cool distal i-ght 
. CompMt light h.ad oro«.des unoctr usive .ilum.nation 

' s1!S!?1Sm c^oss.contam,nation. 
M transiilum,nat.on. 

CSAcertttied ' ^"^-50/60 Hz for Nor:?: Amgnca.UL listed. 

6T.'720.??o5.^^^^^^^^^ "-•'V and voltage.' Conforms to 

II!' ISJJr^'"*' '^''Q"^ '"<='^" < ' 26 cmi 
NO. 48210— r.oer ootic neonate lignt D.oe 

?.«n?J!J^rr®,? °' " disoosadie sheatns 52 ,nc.,es . .32 cm,. Sold to 
aistnoutorm case quantity only— 5 boxes/case 

No. S2641— Disposable Sheatn Oisoenser 
No . 4860S—Peeusinq Sleeve 

"0-'30v.50/60H7. ui. listed. CSAcertified 
leC 6Tf^2V.T5*6J."50/roT: """"^ ^°"^3er Conrorms .0 

S:t66ti;o''fo? cm^ '""'"^ "'^'5"' '^O"* 

No. 4M59— U'-.iver sai Taole Srackat 

'eoiacement lamp (or Nos 4.^600. 486 1 0. <i8625 ana 
48635 (see cage 36 (or aciuai lamo sizei 

•export Ordering Example: No. 48625— Phiiiip.nes— 220v 
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SURGICAL ACUITY, INC., 
d/b/a Orascoptic Research, 
inc , , 

Plaintiff, 



GENERAL SCIENTIFIC 
CORPORATION, 



rS f* v"* W STRICT COURtT 

R P C r^'.WCST P/S>(i WISC^^^ 

DHITED STATES DISTRICT COURT - :.U 

FOR THE WESTERN DISTRICT OP WISCO^gZ^Q jj i^^^ ^ \ 

JOS6PH w. SKU^f WIT7 ra coir 



Defendant 



GENERAL SCIENTIFIC 
CORPORATION, 
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Counter-Plaintiff / 
Defendant, 
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SURGICAL ACUITY, INC., 
d/b/a Orascoptic Research, 
Inc . , 

Counter -Defendant/ 
Plaincirf , 



*»-* 0.* I 



Case NOv 98-C-0457S 
Hon. John C. Shabaz 

ORDER GRANTING DEFENDANT'S 
MOTION FOR LEAVE OF COURT 
TO FILS AN AMENDED PLEADING 



-day o f 



At a session of the rrMir>rB^ CAl^^VU^ 
held via teleconference on r\ ^ ^ 

September 2, 1998. Daputv dork 



z 
E 
& 
o 

i 

0 



o 
s 
0 



In consideration of Def endant /Counter- Plaintiff • s Motion for 
Leave of Court to File an Amended Pleading, 

HEREBY ORDERED that Defendant/Counter-Plaintiffs Motion is 
GRANTED, and that the Answer, Amended Affirmative Defenses and Amended 
Counterclaim filed therewith be enter§d-«l0^uly considered 



SO ORDERED. 





abaz 
t Court Judge 



! 

TOTftL PAGE. 02 




TN TEE UNITED STATES DISTRICT COURT 
^TBAO^^ FOR THE WESTERN DISTRICT OF WISCONSIN 




d/b/a Orascoptic Research, Inc. 



SURGICAL ACUITY, INC. 



PlaintifiE; 



Civil Action 
No. 98-C-0457-S 



D 



MAR 1 9 |c;qq 



V. 



TO CLENT 



GENERAL SClENTinC CORP., 



Hon. John C. Shabaz 



Defendant. 



GENERAL SCIENTinC CORP., 



GENERAL SCIENIinC CORP.'S 
PRIOR ART NOTICE 
PURSUANT TO 35 USC §282 



Counter-PlaintiS^ 



SURGICAL ACUITY, INC.. 
d/b/a Orascoptic Research, Inc., 
CHARLES H. CAPLAN, and 
FREDERICK N. BUSHROE, 

Counter-Defendants. 



NOTICE is hereby provided in accordance with 35 USC § 282 as to the following items of 
prior art and/or showing the state of the art that may be rdied upon by General Scientific Corp. 
("GSC") at trial. This Notice supplements and does not substitute for written notice previously 
provided by the pleadings, joint pre-trial submission, or othowise in this Action. 

1. Heine Optotechnik Devices (SL 300 F.O. and MD 350 F.O.); Name and Address of 
Person Having Knowledge Of Those Devices: 



Ben St. Jean 
2 Rands Lane 
Rye,NH 



2. Heine Opiotcchnik Printed Publications: fB000392; Brian Wilt Dep. Ex. 10; 
SA000056; Ben St Jean Dep. Ex. 52. . 

3. Cogent Light Devices; Name and Address of Person Having Knowledge Of Those 
Devices: 

Kenneth Li 

Cogent Light 

26145 Technology Dr. 

Santa Clarita, CA 91355-1 137 

4. Cogent Advertisement from the trade magazine Surgical Product News, as referenced 
in the affidavit of Kenneth Li, executed February 17, 1999 (CL-0001). 

5. Nagashima headlights - Name and Address of Person Having Knowledge Of Those 
Devices: 

Frank Keiieher 
Kelleher Medical, Inc. 
2824 Annwel) Dr. 
Richmond, VA 23235 

6. NagashimaBrochure, Bates Nos. 001515-001518 

7. BFW/High-Q/Keder Fiber-Optic Headli^ Illuminator - Name and Address of Person 

Having Knowledge Of Those Devices: 

Ira Cooper David J. Keeler 

750 Enterprise Dr. 456 Parkway 

Lexington, KY 40510 Broomall.PA 19008 

8. BFW Advertisement FB000350-3 1 7 

9. GSC Halogen Devices: Name and Address of Person Having Knowledge Of Those 
Devices: 



99031B/1431 



Dr. Byung Jin Chang 
General Scientific Corp. 
77 Enterprise Dr. 
Ann Arbor, MI 48103 

» 10. U.S. Patent No. 5,430,620 to Li ctal. 

^ 1 1. U.S. Patent No. 5,440,642 to Kim et al. 

✓ 12. U.S. Patent No. 3,645,254 to Burton ' 

13. U.S. Patent No. 3,666,180 to Coombs ct al.* 

^ 14. U.S. Patent No. 4,274,128 to Malis ^. 

15. Other patents on Posa's draft of issues 

o 16. U.S. Patent No. 2.226,94 1 to Montalvo-Gucnard 

o 17. U.S. Patent No. 3.285,242 to Wallace 

0 18. U.S. Patent No. 3,350,552 to Uwrcnce 

o 19. U.S. Patent No. 3.828,201 to Allen, Sr. 

20. U.S. PatentNo. 3,951.139 to Kloots 

21. U.S. PatentNo. 4,104,709 to Kloots 
0 22. U.S. Patent No. 4,234,910 to Price 

p 23. US. Patent No. 4,797,736 to Kloots etal. 

0 24. U.S. Patent No. 5,281,134 to Schultz 

^ 25. US. Patent No. 5,33 1 ,357 to Cooley et al. 

^ 26. U.S. Patent No. 5,337,735 to Salerno 

* 27. U.S. Patent No. 5,341,5 13 to Klein et al. 

o 28 . U. S. Patent No. 5,348,470 to McGowan et al. 

29. U.S. Patent No. 5,355,285 to Hicks 

* 30. U.S. Patent No. 5,381,263 to Nowak etal. 

C-a 2t2 3 



p 31 . U.S. Parent No. 5,384,88 Ho Miller 



Respectfully submitted. 



March 18, 1999 




JohnG. 
Allen] 

Robena^^Moms 

GiFFORD. KRASS, GROH, SPRINKLE, 
AWERSQN & CnXOWSKI. PC 
280 N. Old Woodward Ave., Suite 400 
Binninghani, Michigan 48009 



♦ ♦ * 



CERnnCATE OF SERVICE 



upon: 
Mark W. Hetzler 

FITCH, EVEN, TABIN & FLANNERY 
120 S. LaSallc St. 
Suite 1600 

Chicago, IL 60603-3406 



via Fedex, on this _18th day of March. 1999. 

Bryan D. Woods 

BRENNAN. STEIL, BASTING & MacDOUGALL S C 
22 E. Mifflin St. ' ' 

Suite 400 

Madison, Wl 53701-0990 
via first class mail, postage prepaid, on this JSt day of March. 1999. 



SherylL. Hammer 



282 A 

9903lB/iei3 



TOTfiL P. 05 



n 



o 
o 
o 

CO 
CO 




/ 
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SURGICAL ACUITY, INC., 
d/b/a Orascoptic Research, 
Inc . , 

Plaintiff, 



GENERAL SCIENTIFIC 
CORPORATION, 

Defendant . 



GENERAL SCIENTIFIC 
CORPORATION, 



Counter- Plaintiff/ 
Defendant, 



SURGICAL ACUITY, INC., 
d/b/a Orascoptic Research, 
Inc . , 

Counter-Defendant/ 
Plaintiff, 



Case No. 98-C-0457S 
Hon. John C. Shabaz 

DQC-^Ji .S-CT J-i Jil^- 



TO cltt:ts^.^. 



DEFENDANT'S ANSWERS 
TO PLAINTIFF'S FIRST 
SET OF INTERROGATORIES 



AS ITS ANSWER, Defendant responds as follows, with each 
numbered paragraph corresponding to those of Plaintiff's First Set of 
Interrogatories : 
Interrogatory No, l > 

Identify the person or persons who designed and/or developed 
the Illumination Equipment made, sold and/or marketed by GSC, 
including GSC's Surgitel® fiber optic light systems. 
Answer 

Dr. B. Jin Chang. 



J 



Interrogatory Nn. :> ; 

CD 

I For each of the claims of the '291 patent, describe 

I separately and in detail all differences, if any, between such claims 

o 

§ of the '291 patent and all Illumination Equipment made, sold and/or 
J marketed by GSC, including GSC's Surgitel® fiber optic light systems. 

< 



1 

DC 



5 GSC objects to this interrogatory on the grounds that it is 

o 

I overbroad. The claims of the '291 patent are directed to 

^ particularized configurations of illumination assemblies incorporating 
z 

I a light guide and an aspheric lens mounted in a specific manner in 
□ 

I accordance with the specification, such that a response directed to 
3 "all illumination equipment made, sold and/or marketed by GSC" is 
3 clearly broader than any coverage allegedly afforded by the claims of 
I the '291 patent. GSC further objects to this interrogatory on the 

CM 

0 grounds that it seeks a legal conclusion to the extent that it shifts 

1 Plaintiff's burden of proving infringement to Defendant, 
o 

^ Without waiving these or other applicable objections. GSC 

o 

* responds to this interrogatory by pointing out that in its 

I illumination equipment, GSC mounts a projection lens with the planar 
z 

< face adjacent the housing base, and not in a manner according to the 
i claims and teachings of the '291 patent. GSC also incorporates a 
uj diffuser adjacent the projection lens, such that the light source is 
1 not "aligned to illuminate the illumination opening, " but rather, is 

w 

I- aligned to illuminate this diffuser which, in turn, projects light 

^ through the illumination opening. 
< 

^ '^^^ differences just described are not intended to be 

Q 

§ exhaustive of all differences between the claims of the '291 patent 

O 
I 

i - 2 - 



o" 



o 

o . 
o 



03 . 

rj and equipment available from GSC. Accordingly, GSC reserves the riqht 

I to supplement its response to this interrogatory with additional 
§ 

S information as it becomes known pursuant to further discovery. 

Oi 

o 
o 

GO 

J Interrogatory Nn. 
< 

X 

I Identify all prior art known to GSC or its attorneys 

I relating to Illumination Equipment, and identify each item of prior 

o 

^ art, if any, which renders any of the claims of the »291 patent 
^- anticipated under 35 U. S. C. §102 and/or obvious under 35 U. S. C. 

I §103. 
< 

% Answer 

Q 

§ GSC objects to this interrogatory on the grounds that it is 

3 overbroad. The claims of the '291 patent are directed to 
I particularized configurations of illumination assemblies incorporating 

CM 

0 a light guide and an aspheric lens mounted in a specific manner in 

1 accordance with the specification, such that a response directed to 
o „ , - 

^ ail prior art. . . . relating to illumination equipment" is clearly 
u 

^ broader than any coverage allegedly afforded by the claims of the '291 
o 



£ patent 

Q 

< 
UJ 



GSC also objects to this interrogatory on the grounds that 
i at least certain of the information requested is already in the 
possession of Surgical. GSC further objects to this interrogatory on 
5 the grounds that a full response to this question would be redundant 

w 

X in view of information already provided to Surgical in the course of 

^ these proceedings. Surgical ' s attention is directed to various papers 
< 

^ already of record in this case which set forth prior art known to GSC 

Q 

o at this time, as follows: 



O 

i! -i- 



o 
o 
o 
to 

!^ Defendant's Amended Counterclaim; 

(D - 
CO 



Defendant's Motion for Leave of Court to File the 
^ Amended Counterclaim; and. 

en 
o 

I Brief in Support of Defendant's Motion for Leave of 

Court to File the Amended Counterclaim. 

Without waiving these or other applicable objections, GSC 



5 
< 
X 

o 

Z 
5 

^ responds to this interrogatory as follows: 

o* 
o 

LU 
I- 

w 

ui 
D 
2 
UJ 



In the 1986 timeframe, Heine Optotechnik began selling a 
medical/dental illuminator product called the SL 300 F.O., and 
^ published a brochure describing this product in October 1986. Since 

Q 

I its date of introduction, both the SL 300 F.O. product and a brochure 
a 

g describing the SL 3 00 F.O. product have been widely distributed 

3 throughout the U.S. and elsewhere. The Heine Model SL 3 00 F.O. 
o 

I includes a light guide in the form of a fiber-optic bundle having an 

0 output end and an input end. The input end of the light guide is 

1 adapted for connection to a remote illumination source, and -the output 
^ end of the light guide extends into a housing having a light guide 
I opening and an illumination opening. The output end of the light 

guide is aligned to illuminate the illumination opening, where there 

<. is mounted an aspheric" lens . The assembly further includes attachment 
q: 

i means for removing the attaching housing to head gear, and the 

aspheric lens has a diameter of less than two centimeters. 
5 In the 1990 timeframe, Heine began selling a medical /dental 

w, 

I illuminator product called the MD 350 F.O., and published a brochure 
tr 

^ describing that product in 1989. Since its date of introduction, both 

w 
< 

^ the 350 F.O. product and the brochure describing the product have been 

Q 

§ widely distributed throughout the U.S. and elsewhere. The Heine Model 

o 

i! 

!i - ^ - 



MD 350 F.O. product includes a light guide in the form of a fiber- 

I optic bundle having an output end and an input end. The input end of 
S 

g the light guide is adapted for connection to a remote illumination 

Oi 
o 

I source, and the output end of the light guide extends into a housing 

I having a light guide opening and an illumination opening. The output 

u end of the light guide is aligned to illuminate the illumination 

I opening, where there is mounted an aspheric lens. The assembly 
g 

^ further includes attachment means for removably attaching the housing 
w 

^ to head gear. The housing for the Heine Model MD 350 F.O. further 
z 

^ includes a housing base telescopically engaged to the housing, wherein 
a 

I the output end of the light guide is attached to the housing base to 

Q 

g provide an adjustable relationship between the output end and the 
g aspheric lens. The light guide opening and the illumination opening 
I are both generally circular and are coaxial. The attachment means 

CM 

0 comprises a clip pivotably mounted on the housing. 

1 Welch Allyn introduced a head lairp illuminator called the WA 

2 46003 over 30 years ago. The WA 46003 head light product is an 
o 

^ illumination assembly which is removably attachable to a head band 

(0 

I {Model No. 460167-501) . Beginning in September, 1993, Welch Allyn 
z 

< began to market an exam light called the Model WA 48600. The Model WA 
a: 

5 48600 exam light is an illumination assembly which utilizes a light 
guide in the form of a fiber-optic light pipe (Model 48200) . The exam 
I light includes a housing (Model 488400) having an opening for the 

w 

X light guide, and an aspheric lens (part Nos . 488403 and 488404) . The 
a: 

^ housing base of the housing moves to adjust the aspheric lens with 

w 
< 

g respect to the housing into which the fiber optic light guide is 

Q 

g inserted. 

u. 
O 

- 5 - 
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o 
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CO 



The prior art just described is not intended to exhaustive 
of all prior art material and relevant to the '291 patent. 
I Accordingly, GSC reserves the right to supplement its response to this 

O 

§ interrogatory with additional information as it becomes known pursuant 
|- to further discovery. 



< 

X 
O 

z 



i InterroaatoT-y ktq , d 



J Describe in detail how each element of every claim of the 

w 

^ '291 patent is disclosed or taught by each item of prior art 
z 

I identified by GSC in response to Surgical 's Interrogatory No. 6 and, 

I if not identified, by U.S. Patent Nos.: 3,666,180; 4,274,128; 
a 

8 4,952,040; 4,718,744; 5,440,462 and 5,485,316. 

3 Answer 
o 

a GSC objects to this interrogatory on the grounds that it 

CM 

0 cannot be understood the way it is written. ' The interrogatory 

1 requests that GSC " [d] escribe in detail how each element of every 

^ claim of the '291 patent is disclosed or taught by each item of prior 

^ art identified by GSC in response to Surgical • s Interrogatory No. 6 

I whereas Interrogatory No. 6 asks GSC to identify each person who 

z 

< GSC expects to call as an expert witness . 

5 GSC also objects to this interrogatory on the grounds that 

^ at least certain of the information requested is already in the 
i possession of Surgical. GSC further objects to this interrogatory on 

« 

I the grounds that a full response to this question would be redundant 
tr 

^ to information already provided to Surgical in the course of these 
< 

g proceedings. Surgical -s attention is directed to various . papers 
g already of record in this case which set forth prior art known to GSC 



- 6 - 



I 



N: at this time, as follows: 

Defendant's Amended Counterclaim; 

Defendant's Motion for Leave of Court to File the 

m 
O 

I Amended Counterclaim; and 

1 . 

2 Brief in Support of Defendant's Motion for Leave of 
< 



X 

o 
z 



Court to File the Amended Counterclaim, 



5 With specific reference to the patents referenced by this 

^ interrogatory, these are representative examples of prior art which 

w 

^ clearly shows that the use of aspheric lenses is notoriously well 
z 

I known in a variety of applications, including surgical /medical/ dental 
I illuminators of the type considered by the '291 patent. This list of 
g prior-art references is not intended to be exhaustive, and additional 
Q domestic and/or foreign patents or other references unknown to GSC at 
I this time may become available through further searches , 

CM 

u U-S- Patent No. 3,666,180 teaches that it was known nearly 

I three decades ago to use an aspheric lens in conjunction with a dental 

I illuminator. Although this particular system utilizes a lighting 

* source in the form of an incandescent bulb, it would be readily 

I apparent to a skilled practitioner to utilize the output of a fiber as 
z 

< an alternative light source. The aspheric lens is designated with 
i numerical reference 26 (col. 2, line 8 of the -180 patent). This 
ui patent was not cited during prosecution of the '291 patent. 
E U.S. Patent No. 4,274,128 discloses an early use of an 

10 

1 aspheric lens in conjunction with a fiber-optic light source 

2 Reference is made to the optical fiber 28 of Figure 10 entering the 

^ housing 128, noting that "the particular lens system utilized is 
d 

g determined by such factors as the focal distance, resolution and 



o 

o . 
o 

<0 



^ magnification desired. For example, where high resolution is 

I required, achromatic or aspheric If^nsf^s win h>^ nh-ii -i (col. 6, 

S 

S lines 55-58, emphasis added.) This patent was not cited during 

o 

I prosecution of the '291 patent. 

I U.S. Patent No. 4,952,040 teaches the use of a wide variety 

0 of aspheric lenses coupled to optical fibers in endoscopes, which 

1 constitutes an analogous field of endeavor relative to the subject 

I matter of the '291 patent. Figures 2, 10 and 13-39 illustrate 
w 

^ different variants on the use of aspheric lenses coupled to an optical 

2 

I fiber bundle, complete with ray-tracing diagrams in each case. This 

Q 

I patent was not cited during prosecution of the '291 patent. 

Q 

I U.S. Patent No. 4,718,744 teaches the use of an optical 

3 fiber coupled to an aspheric lens, in this case for use in a light- 
I coupling arrangement. This patent, which was not cited during 

0 prosecution of the '291 patent, shows that the use' of aspheric lenses 

1 coupled with optical fibers is not limited to their use in 

I medical/surgical /dental systems, but is used in a wide variety of 
u 

^ various applications, leading in part to the notoriety of their 
g applicability to different situations. 

Q 
2 

5 . U.S. Patent No. 5,440,462 was filed by Def endant/Counter- 

5 Plaintiff General Scientific Corporation on April 6, 1994, which is 
jj more than one year prior to the filing date of the '291 patent. GSC's 
i '462 patent is directed toward a compact, lightweight, head-mounted 

w 

I illumination assembly for producing a uniform, intense and adjustable 

g light beam. The illumination assembly may be easily mounted upon the 
< 

^ head of a user, either on the head band or a spectacle frame. The 
g illumination systems includes a unique optical subassembly consisting 



o 

I; 

U 



N of a low-pass heat filter, a low scatter-angle diffuser, and an , 
I aspheric projection/focusing lens disposed along an optical axis in 
I line with a light source. 

Although the optical subassembly taught by the '462 patent 
j may be used in conjunction with a conventional filament lamp 

0 illumination source to produce a readily adjustable, yet uniform and 

1 intense beam of light, it would be apparent to one of ordinary skill 

d 

I to replace the filament lamp with an optical fiber having an output 

w . 

^ end and in end, with the input end being adapted for attachment to a 

2 

I remote light source, and with the output end extending into the 

Q 

I adjustable housing, as clearly taught therein. As with the other 
§ prior art identified in this response, the '462 patent was not cited 
3 during the prosecution the '291 patent and, indeed, nor were any 

1 product brochures of any kind submitted to the Patent Office 

0 including those widely available and distributed from both Plaintiff 

2 and Defendant in this case, 
o 

1 U.S. Patent No. 5,485,316 resides in an illumination optical 
I system for endoscopes. An endoscope, which is a lighting assembly 
I typically based upon a flexible light pipe such as a fiber-optic 

2 

<. bundle, is well known for medical and dental applications, and would 

5 be considered analogous art relative to the subject matter of the '291 

^ patent. As discussed at column 5 of the '316 patent, a first type of 

1 illumination optical system according to the invention disclosed 

X therein comprises a light emitting source and an illumination lens 

^. system which includes a positive lens component for directing a light 

I bundle emitted from the light source toward an object, wherein at 
d 

§ least one lens component has an aspherical surface. The specification 



! 

1 
I 



K goes on to describe various other ways in which aspherical lenses may 
I be utilized in fiber-optic-based illumination assemblies applicable to 
S medial and dental fields of endeavor. The '316 patent was not cited 
I during prosecution of the '291 patent. 



I Interrogatory No . 
s 

i Describe the level of ordinary skill in the relevant art as 

o 
o 

J of May 1995, and identify all documents and things that show or 

rn 

describe the level of ordinary skill in such art. 



LU 
D 
Z 

> Answer 

< 

o 
cr 



I GSC objects to this interrogatory on the grounds that it 

D 

0 incomprehensibly. The question asks GSC to "describe the level of 
3 ordinary skill in the relevant art as of May 1995 ..." without 

1 identifying which f^rf - this interrogatory is directed. If Surgical 
o would amend this question to be more specific, GSC will consider an 

g appropriate response thereto, 
o 

5^ 



u 



z Interrogatory Mr. g ■ 

Identify each person who GSC expects to call as an expert 
<. witness at trial and provide the information required by Fed. R. Civ. P. 



I 26(a) (2) 
^- Answpr 

-I 

z 



^ GSC has not yet fully compiled its list of expert witnesses, 

0) 

I but will provide such information to Surgical pursuant to the Court's 
^. scheduling order and the Federal Rules of Civil Procedure. 



< 

Q 

OC 
O 

u. 
O 
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I 



o 
o 

s 

rj Interrogatory Nn , 7 



Identify the person, or persons who are most knowledgeable 
S regarding the marketing and sales of Illumination Equipment made, sold | ' 

o 

§ and/or marketed by GSC, including GSC's Surgitel® fiber optic light 
I systems, and made, sold and/or marketed by others, including Heine 



I Optotechnik and Welch Allyn 
i 

8 



s 

I Answer 



GSC objects to this interrogatory on the grounds that it is 
j- overbroad. The claims of the '291 patent are directed to 
I particularized configurations of illumination assemblies incorporating j 
I a light guide and an aspheric lens mounted in a specific manner in ' 

O 

0 accordance with the specification, such that a response presumably 
3 directed to all of GSC's illumination equipment would be clearly 

1 broader than any coverage allegedly afforded by the claims of the '291 

0 patent. Without waiving this or other applicable objections, GSC 

1 responds to this interrogatory by stating that B. Jin Chang would be 
I most knowledgeable regarding the marketing and sales of GSC's surgical 
^ fiber-optic light systems. GSC does not know who is "most 
I knowledgeable" with respect to illumination equipment made, sold 

2 

< and/or marketed by others, including Heine Optotechnik and Welch 



i Allyn. 

ui 
-I 

z 



E Interrogatory No, «; 
w 

X state GSC's profits from the sale of the Illumination 

^ Equipment made, sold and/or marketed by GSC, including GSC's Surgitel® 

^ fiber optic light systems, by stating separately for each different 
d 

§ product style, type, model or other designation: (i) the number of 
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K each sold per year; (2) the number of each in inventory; (3) the sales 
I price for each; (4) GSC's gross revenue resulting from the sale of 
I each; (5) GSC's cost of each; and (6) any other costs GSC intends to 

Oi 

O ■ 

S deduct to calculate GSC's profits for each* 



I Answer 
< 

X 



I GSC objects to this interrogatory on the grounds that it is 

f overbroad. The claims of the '291 patent are directed to 

o" 

0 . . 

^ particularized configurations of illumination assemblies incorporating 

^ a light guide and an aspheric lens mounted in a specific manner in 
z 

1 accordance with the specification, such that a response presumably 
I directed to all illumination equipment made, sold and/or marketed by 
g GSC is clearly broader than any coverage allegedly afforded by the 
3 claims of the '291 patent. 

I GSC also objects to this interrogatory on the grounds that 

0 it seeks highly confidential and/or trade secret information. GSC 

1 reserves the right to reconsider its response to this interrogatory 
o 

^ once a mutually agreeable Protective Order has been adopted and 



u 

^ entered in this case, 
o 

w 
a: 
w 
a 
z 

J Interrogatory No q. 

a: 
O 



5 State the date on which GSC first became aware of Surgical 's 

Illumination Equipment, including Surgical 's Surgitel® fiber optic 
I light system, and the '291 patent. 



a. 

X Answer 
o 
or 
O 

w 
■CO 
< 



GSC objects^ to this interrogatory on the grounds that it is 
g vague. The expression "Surgical ' s illumination equipment" is ill- 

g defined. Without waiving such objection, GSC responds to this 

it I 

i 

i! " . I 

il - 12 - I 



K interrogatory by stating that it first became aware of the '291 patent 
I on when it was served with a copy of the Coitplaint filed in the United 
S States District Court for the Western District of Wisconsin, Case No. 

Gi 



O 

I 98-C-0457S. 



I Interrogatory Mn in- 
i 

m State whether GSC has sought, requested or obtained an 

o 

I opinion regarding whether any of GSC's products infringe or would 
^ infringe any of the claims of the '291 patent, whether any one or more 

2 

I Of the claims of the '291 patent are invalid and/or whether the '291 
o 

I patent is unenforceable, including when such opinion was sought or 
g requested, identify the person or persons from whom it was sought or 
3 requested and when, if at all, an opinion was obtained, 
o Answer 

CO 

0 GSC objects to this interrogatory on the grounds that it 

1 seeks information immune from discovery under the attorney- client 

0 . . - 

^ privilege . 

o 

z 
o 

£ Interrogatory No n . 

o 
z 

J Describe in full detail GSC's contention, and all underlying 

1 factual bases, that the -291 patent is unenforceable due to 

^ inequitable conduct, including in such description the identification 
I 

I of all prior art allegedly withheld, the materiality of each 

I identified piece of prior art, the identification of the individual or 
cr 

^- individuals that allegedly withheld such prior art and the basis, if 
< 

g any, for asserting that such conduct was done with the intent to 

§ deceive the Patent Office. 

o 

I! ■ - 13 - 



o 
o 
o 



N: Answer 

I GSC objects to this interrogatory on the grounds that it is 

1 overbroad and burdensome. For the record, it is noted that this ^ 

i . I 

I interrogatory contains five subparts, which GSC identifies as follows: | 

5 ^) that the '291 patent is unenforceable due to ! 

^ . . i 

0 inequitable conduct; i 

1 ■ i 

1 b) a description and the identification of all prior art | 

o" 

J allegedly withheld; 

w j 

^ the materiality of each identified piece of prior art; • 

2 , , ■ I 

I d) the identification of the individual or individuals ' 

g I 
< that allegedly withheld such prior art; and j 

Q ! 

8 e) the basis, if any, for asserting that such conduct was \ 

^ I 
S done with the intent to deceive the Patent Office. 

I Given this breakdown of the various subparts, GSC responds 

u to each as follows: 

I a) Individuals associated with the filing of prosecution 

o 



5£ of a U.S. patent are under an affirmative duty to disclose information 
o 

I material to patentability under 37 C.F.R. §1.56. Accordingly, any 

I information pertaining to the subject matter of any of the issued ! 

<. Claims of the '291 patent would be considered material insofar as they ' 

c j 

i would have a direct bearing on patentability. { 

^ ' ■ • I 

^) Various patents and other references containing ' 

1 material information were available and, upon information and belief, i 

i 

1 known to Surgical during the prosecution of the '291 patent, including j 

2 various descriptions and data sheets of commercially available ! 

< ^ 

^ products and U.S. Patent No. 5,440,462 owned by GSC, which describes i 

cT . ■ ! 
g the use of an aspheric lens in a medical /dental illuminator. In 
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o 
o 
o 

(0 



C5v ^ ^^dition to this patent, U.S. Patent Nos . 3,666,180; 4,274,128; 
I 4,952,040; 4,718,744; and 5,485,316 set forth, the use of aspheric 
I lenses in the same and similar fields of endeavor, including 

O 

I medical/dental illuminators wherein a light guide in the form of an 

I optical fiber is coupled to an aspheric lens. In addition, several 
< 

X 

I competitors of Surgical began marketing and selling medical and dental 
I illumination equipment incorporating aspheric lenses prior to the 
I issuance of the '291 patent, and, upon information and belief, 
^ Surgxcal was aware of such commercial uses during the prosecution of 

2 

I the '291 patent, but failed to bring this information to the attention 
I of the U.S. Patent Office, thereby breaching its duty of candor, 
o These competitors of Plaintiff /Counter-Defendant include Heine 
3 Optotechnik, which began selling a fiber-optic base, head-mounted 
(.. i illuminator called the 300/350 F.O. incorporating an aspheric lens 

0 prior to 1990, and Welch Allyn, which introduced a fiber-optic based 

5g medical /dental illuminator as early as 1993. 
o 

1 c) Such information would, without question, include 
^ information pertaining to the use of aspheric lenses in any type of 
I illumination assembly directed toward medical/surgical /dental 

applications . 

UJ 

O 

5 . d) Those having a duty to disclose material information 

during the prosecution of a U.S. patent includes "individuals 
E associated with the filing and prosecution" of the -291 patent under 

(0 

I 3.7 c.F.R. §1.56. Such individuals include each inventor named in the 

^ application, each attorney or agent who prepares or prosecutes the \ 
< . . j 

^ application, and every other person who is substantively involved in I 

g the preparation or prosecution of the application and who is 
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o 
o 

• o 

(D 



^ associated with the inventor, with the assignee or with anyone to whom 
I there is an obligation to assign the application. In addition, 
I individuals other than the attorney, agent or inventor may comply with 

O 

S the section by disclosing information to the attorney, agent or 
J inventor, under 37 C.F.R §1. 56(d). 

I i 

I GSC reserves the right to amend and/or supplement its ! 

£ response to this interrogatory as further information becomes 

O 

1 available pursuant to additional discovery. At the present time, 

^ however, GSC is informed, and on the basis alleges, that Surgical has 

2 I 
^ conducted numerous evaluations and comparisons of competitive I 

I products, including the products of GSC and/or medical/ dental \ 
a ! 
§ illuminators incorporating aspheric lenses. In addition, it is noted | 

S that this not the first dispute between the parties, and that, several ■ 

1 years ago, litigation took place between Orascoptic and General ■ 

0 Scientific Corporation. This litigation, also involved discovery and \ 

1 a considerable exchange information, . wherein GSC provided Surgical 

1 with product descriptions and data sheets specifying the use of • 
^ aspheric lenses and other features material to the claims of the '291 ' 

g patent to Surgical, 
o 

2 . ■ 

S ®^ is clear that Surgical 's intent was to receive a '■ 

5 U.S. patent where, if it had disclosed the material information it had ' 
uj m Its possession, it would have become problematic and, no doubt 
I impossible. Given the history of antagonism between the parties, • 

CO ' i 

g certain of which has involved the same Court as the present dispute, l 
°. it is apparent that Surgical obtained the '291 patent in silence as ' 

(0 

< , ■ 

^ these material teachings so that it could, once again, attempt to • 
§ obtain a competitive advantage over GSC through its malicious use of 
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o 
o 
o 



N; wrongfully obtained intellectual property. Again, GSC reserves the 

(0 ■ 

? right to amend and/or supplement its responses to each and every 
S 

^ subpart of this and all other interrogatories as further information 

O 

§ becomes available pursuant to additional discovery. 
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AS TO THE OBJECTIONS 



ByuA^ J^/tx @hang 
President 

General Scientific C 




oration 




Posa 
M. Krass 
ford, Krass , Groh , Sprinkle , 

Anderson & Citkowski, P.C. 
N. Old Woodward Ave., Suite 400 
Birmingham, Michigan 48009 
(734) 913-9300 

Attoraeys for Counter-Plaintiff/ 
Defendant 

James R. Cole 
Anthony Tomaselli 
Quarles & Brady 
1 South Pinckney Street 
Suite 600 

Madison, Wisconsin 53 703 
(608) 251-5000 

Attorneys for Counter-Plaintiff/ 
Defendant 
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I hereby certify that a true copy of the foregoing 
DEFENDANT'S ANSWERS TO PLAINTIFF'S FIRST SET OF INTERROGATORIES, 
DEFENDANT'S RESPONSES TO PLAINTIFF'S FIRST REQUEST FOR PRODUCTION OF 
DOCUMENTS AND THINGS, and PLAINTIFF'S OBJECTIONS TO SCHEDULE A OF 
PLAINTIFF'S NOTICE OF DEPOSITION UNDER FED. R. CIV. P, 30(b) (6) served 
upon : 

John F. Flannery 

FITCH, EVEN, TABIN & FLANNERY 

135 S. LaSalle St. 

Suite 900 

Chicago, Illinois 60603-4277 



via first-class mail, postage prepaid, on this 
1998. 



-ZUl day of October 




Sheryl L . hammer 
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